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Office Action Summary 



Application No. 

09/944,172 



Examiner 

Heba Elkassabgi 



Applicant(s) 

YAGI ET AL. 



Art Unit 

2834 




The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 



Status 

3)D 



Responsive to communication(s) filed on 18 September 2002 . 
This action is FINAL. 2b)D This action is non-final. 

Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) [X] Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) Kl Claim(s) 1,4 and 13 is/are rejected. 

7) IEl Claim(s) 2-3,5-12 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) [x] The specification is objected to by the Examiner. 

10) [X] The drawing(s) filed on 24 September 2001 is/are: a)D accepted or b)[X] objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) [ZI The proposed drawing correction filed on is: a)D approved b)\Z\ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)Q All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

a) Q The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) Q Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2 ) CH Notice of DraftspersorVs Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) tZ] Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 7 
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DETAILED ACTION 



Drawings 



Figures 14 to 16 should be designated by a legend such as --Prior Art- because 
only that which is old is illustrated. See MPEP § 608.02(g). A proposed drawing 
correction or corrected drawings are required in reply to the Office action to avoid 
abandonment of the application. The objection to the drawings will not be held in 
abeyance. 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the power supply of 
claims 1 and 13 must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Specification 

The disclosure is objected to because of the following informalities: The 
proposed amendment to the specification filed on 09/18/02 must include a clean copy of 
the amendment in order to properly enter requested amendment. 

Appropriate correction is required. 
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Claim Rejections - 35 USC §112 



Claim 13 is rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The elastic member that is claimed 
is not disclosed in the specification. 

Claim 13 is rejected under 35 U. S.C. 1 12, first paragraph on the ground that it 
recites subject matter that is not disclosed in the original application without support in 
the original disclosure, Waldemar Link, GmbH & Co. v. Osteonics Corp. 32 F.3d 556, 
559, 31 USPQ 2d. 



The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yumiyama et al. (U.S. Patent 6028381) and further in view of Bianchet (U.S. Patent 
565921 1 ) and Yamada et al. (U.S. Patent 5010264). 
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Yumiyama et al. Discloses in Figure 1 a brush (3) slideably held on to the brush 
holder (13). However, Yumiyama et al. does not disclose the brush holders with springs 
attached to one side and radially inwardly facing. 

Blanchet Illustrates in Figure 2 brushes (3) mounted within brush carriers (30) 
and are biased radially inwardly by springs (31 ) for the purpose of assembling the 
components all in the same sit which enables to be fitted quicker. However, Blanchet 
does not disclose a thermostat that is directly or indirectly attached to the brush holder. 

Yamada et al. discloses in Figure 4 a thermistor (26) that is in directly connected 
to the brush holder (25) through a terminal holder (23) for the purpose of providing 
overheating protection. Furthermore, Yamada discloses in the prior art that the 
characteristic of the thermistor is that its resistance sharply increases a temperature 
exceeds a certain level. 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify Yumiyama et al. by placing a spring in a radially 
biased manner with the brush carrier in order to assemble the contents in a quickly and 
to in directly attach the themistor to the brush through a terminal to increase 
temperature resistance. 
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Claims 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yumiyama et al. (U.S. Patent 6028381 ) and further in view of Blanchet (U.S. Patent 
5659211) and Yamada et al. (U.S. Patent 5010264) as applied to claim 1 and 
Matsushima et al. (U.S. Patent 5600193). 

Yumiyama et al., Blanchet, and Yamada et al. substantially teaches the claimed 
invention except that it does not show a flat sheet of high thermal conduction between 
the brush and thermostat. Matsushima et al. shows a conductive plate (65) between 
the brush (57) and thermistor (63) and a connecting plate body (base) (65) with an 
elastic force, for the purpose preventing the thermistor (63) from being damaged by 
stress. 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify Yumiyama et al., Blanchet, and Yamada et al. 
as applied to claim 4 by adding the invention of Matasushima et al. of the connecting 
plate body with an elastic force for the purpose of preventing the thermostat from being 
damaged by stress. 

Allowable Subject Matter 

Claims 2-3 and 5-12 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Response to Arguments 



Applicant's arguments filed 09/18/02 have been fully considered but they are not 
persuasive. In response to applicants argument that there is no suggestion to combine 
the references, the Examiner recognizes that references cannot be arbitrarily combined 
and that there must be some reason why one skilled in the art would be motivated to 
make the proposed combination of primary and secondary references, In re Nomiva , 
184 USPQ 607. However, there is no requirement that a motivation to make the 
modification be expressly articulated. The test for combining references is what the 
combination of disclosures taken, as a whole would suggest to one of ordinary skill in 
the art, In re McLaughlin, 170 USPQ 209. References are evaluated by what they 
suggest to one versed in the art, rather than by their specific disclosures, In re Bozek, 
163 USPQ 545. 

In response to Applicants argument that the grounds of rejection do not support a 
reason for combining the references, the fact that Applicant has a different purpose 
does not alter the conclusion that its use in a prior art device would be prima facie 
obvious from the purpose disclosed in the references, In re Lintner , 173 USPQ 560. 
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Conclusion 



Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Heba Elkassabgi whose telephone number is (703) 305- 
2723. The examiner can normally be reached on M-Th (6:30-3:30), and every other 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nestor Ramirez can be reached on (703) 308-1371. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
305-3431 for regular communications and (703) 305-3432 for After Final 
communications. 



« 



Application/Control Number: 09/944,172 Page 8 

Art Unit: 2834 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1782. 

Heba Y.EIkassabgi 

November 29, 2002 • 



